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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) ORTHIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) IVIONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )S Responsive to communication(s) filed on 11 September 2003 . 
2a)\3 Tills action is FINAL. 2b)^ Tills action is non-final. 

3) n Since tinis application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
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4) ^ Claim(s) 1-21 is/are pending in the application. 
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5) n Claim(s) is/are allowed. 

6) ^ Claim(s) 1-21 is/are rejected. 
/)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) S The specification is objected to by the Examiner. 

10)K The drawing(s) filed on 11 September 2003 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121 (d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

1 . This Office Action is in response to tlie initial filing on September 1 1 , 2003. 
Claims 1- 21 are currently pending and have been considered below. 

Specification 

2. The disclosure is objected to because of the following informalities: on page 9, 
line 9, there should be a space separating "1" and "are" in "Fig. 1are". 

Appropriate correction is required. 

Claim Rejections • 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claims 12-16 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 

Claims 12-16 are directed to "A signal-bearing medium". The Applicant has 
defined a variety of signal-bearing media to include "(3) information conveyed to a 
server by a communications medium, such as through a computer or a telephone 
network, e.g. the network 105, including wireless communications." (page 8, lines 27- 
29). The Office considers a signal (transmitted through wired or wireless 
communication mediums) to be a form of electromagnetic energy per se. Energy is not 
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a series of steps, and thus is not a process or metliocl. Energy also is not a macliine 
nor a product of manufacture. Additionally, energy is not a composition of matter. 
Therefore, a claim directed towards a signal does not fall within any of the four 
recognized classes of statutory subject matter under 35 U.S.C. 101. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-21 are rejected under 35 U.S.C. 102(b) as being anticipated by Fawcett 
(5.845,077). 

Claim 1 : Fawcett discloses a method for recommending an offering based on data 
received from a client and a threshold (column 6, lines 12-32). 

Claim 2: Fawcett discloses a method as in Claim 1 above, and further discloses 
comparing the data to the threshold and sending the offer upon satisfaction of the 
threshold (column 2, lines 30-45 and column 6, lines 12-32). 
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Claims 3 and 4: Fawcett discloses a method as in Claim 1 above, and further discloses 
the data comprises a hardware and/or software inventory of the client computer (column 
1 , lines 25-29 and column 2, lines 30-32). 

Claims 5 and 6: Fawcett discloses a method as in Claim 1 above, but does not 
explicitly disclose the data comprises a performance inventory or a trend of the client. 
However, based on the disclosure in Fawcett that the client computers periodically need 
updates such as new device drivers, new operating system calls, help files, etc., it 
would have been obvious to one having ordinary skill in the art at the time the invention 
was made to include updates based on the client computer's performance and/or 
trends. One would have been motivated to use the client's performance/trend data in 
order to determine when Fawcett 's new device drivers and/or operating system calls 
were needed. 

Claims 7, 12, and 17: Fawcett discloses a server, signal, and apparatus comprising: 

a. receiving an inventory from a client (column 2, lines 30-45 and column 6, lines 
12-32); 

b. comparing the inventory data to a plurality of thresholds (column 2, lines 3-45 
and column 6, lines 12-32); and 

c. selecting and sending one or more offers based on the comparison of the 
inventory and thresholds (column 6, lines 12-32). 
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Claim 8: Fawcett discloses an apparatus as in Claim 7 above, and further discloses 
saving a history of inventory changes (column 8, lines 53-55 and column 9, lines 46-52). 

Claim 9: Fawcett discloses an apparatus as in Claim 8 above, and further discloses 
comparing a plurality of records in the history (column 6, lines 12-32 and column 7, lines 
29-35). 

Claim 10: Fawcett discloses an apparatus as in Claim 7 above, and further discloses 
the offer is for a service (e.g. help files)(column 7, lines 35-44). 

Claim 11: Fawcett discloses an apparatus as in Claim 7 above, and further .discloses 
the offer is for hardware (column 1, lines 25-29 and column 7, lines 35-44). 

Claims 13 and 20: Fawcett discloses a signal and server as in Claims 12 and 17 above, 
and further discloses sending an identification of a marketing channel (i.e. a link) to the 
client in order to purchase the offer if accepted (column 10, lines 36-48). 

Claims 14 and 21: Fawcett discloses a signal and server as in Claims 12 and 17 above, 
and further discloses periodically receiving updates of the inventory data from the client 
(column 9, lines 46-52 and column 10, lines 54-56). 
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Claims 15 and 16: Fawcett discloses a signal as in Claim 12 above, and further 
discloses receiving the updates of the inventory data after the occurrence of an event, 
such as installation of hardware, installation of software, or detection of a performance 
problem at the client (column 9, lines 46-52). 

Conclusion 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

a. Schmidt et al (4,558,413) discloses a method for managing software versions 
by automatically detecting and updating newer versions. 

b. jHill (5,761 ,649) discloses a method for updating a remote computer based on 
detection of installed hardware and software. 

c. Crawford (5,771 ,354) discloses a method for online backup of remote 
computers that also automatically monitors and downloads new releases to software, 
virus detection software, diagnostic and repair services, etc. 

d. Slivka et al (6,049,671) discloses a method for identifying and obtaining 
computer software updates and new software from a network computer. 

e. Saboff (6,1 54,878) discloses a method for on-line replacement of software 
with new versions of the software during runtime. 

f. Slivka et al (6,256,668) discloses a method for identifying and obtaining new or 
updated software or services. 
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Any inquiry concerning tiiis communication or earlier communications from tfie 
examiner sliould be directed to James W. l\/lyhre whose telephone number is (571 ) 272- 
6722. The examiner can nonnally be reached on Monday through Thursday 6:00-3:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric Stamber can be reached on (571 ) 272-6724. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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